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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Vice Media Canada Inc.

Granted to Date
of previous ex-
tension

03/09/2016

Address 127 B KING STREET
Montreal, Quebec, H3C2P2
CANADA

Attorney informa-
tion

Kimberly B. Herman
SULLIVAN & WORCESTER LLP
One Post Office Square
Boston, MA 02109
UNITED STATES
kherman@sandw.com, trademark@sandw.com, mpalmisciano@sandw.com,
lrobins@sandw.com Phone:617-338-2943

Applicant Information

Application No 86490497 Publication date 11/10/2015

Opposition Filing
Date

03/09/2016 Opposition Peri-
od Ends

03/09/2016

Applicant Morales, Christopher
12428 Maidstone Ave
Norwalk, CA 90650
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 2012/09/15 First Use In Commerce: 2012/09/15
All goods and services in the class are opposed, namely: Entertainment services in the nature oflive
audio performances by a rock musicgroup; Entertainment services in the nature of live musical per-
formances; Entertainment services in the nature of live visual and audio performances by a rock mu-
sic group; Entertainment services in the nature of live visual and audio performances, namely, music-
al band, rock group, gymnastic, dance, and ballet performances; Entertainment services in the nature
of presenting live musical performances; Entertainment, namely, live music concerts; Entertainment,
namely, live performances by rock groups; Live performances by a musical group; Multimedia enter-
tainment services in the nature of recording, production and post-production services in the fields of
music, video, and films; Music composition services; Musicproduction services; Music publishing ser-
vices; Organization of exhibitions formusical entertainment; Production of musical sound recording;
Theatrical and musical floor shows provided at performance venues

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3612483 Application Date 06/08/2006

Registration Date 04/28/2009 Foreign Priority
Date

NONE

Word Mark VICE

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2002/10/22 First Use In Commerce: 2002/10/22

Film production and distribution; provision of entertainment in the nature of con-
certs, performances, and literary readings; nightclub services; organizing com-
munity sporting and cultural events; cultural activities, namely, concerts, per-
formances, and literary readings; provision of information relating to entertain-
ment; organization of quizzes and games; organization of entertainment events,
competitions, and recreational and cultural activities in the nature of concerts,
performances, and literary readings; allthe aforesaid services also provided on-
line from a computer database or from the Internet; information services
provided on-line from a computer database or from the Internet relating to popu-
lar culture, namely, music, fashion shows, social commentary, film and television

U.S. Registration
No.

4662675 Application Date 04/29/2014

Registration Date 12/30/2014 Foreign Priority
Date

NONE

Word Mark VICE

Design Mark

Description of
Mark

The mark consists of "VICE" in stylizedform.

Goods/Services Class 041. First use: First Use: 1996/01/00 First Use In Commerce: 2002/10/22



Film production and distribution; provision of entertainment in the nature of con-
certs, performances, and literary readings; nightclub services; organizing com-
munity sporting and cultural events; cultural activities, namely, concerts, per-
formances, and literary readings; provision of information relating to entertain-
ment; organization of quizzes and games; organization of entertainment events,
competitions, and recreational and cultural activities in the nature of concerts,
performances, and literary readings; allthe aforesaid services also provided on-
line from a computer database or from the Internet; information services
provided on-line from a computer database or from the Internet relating to popu-
lar culture, namely, music, fashion shows, social commentary, film and television
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Kimberly B. Herman/

Name Kimberly B. Herman

Date 03/09/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)

VICE MEDIA CANADA, INC. )

)

Opposer, )

)

v. )

)

CHRISTOPHER MORALES, )

)

Applicant. )

)

Applicant Serial No.: 86/490,497

Filed: December 24, 2014

Published for Opposition: November 10, 2015

Mark: VICEVERSA

NOTICE OF OPPOSITION

Opposer, Vice Media Canada, Inc. (“Opposer”), a Canadian corporation, having a

principal place of business at 127B King Street, Montreal, Quebec, Canada H3C 2P2, believes

that it is being damaged, and will be damaged, by Christopher Morales’ (“Applicant”)

registration of the mark VICEVERSA shown in Application Serial No. 86/490,497, and hereby

opposes the same. As grounds for opposition, Opposer alleges that, upon actual knowledge with

respect to Opposer and its own acts, and upon information and belief as to other matters:

Opposer and Its VICE Mark and VICE MEDIA Mark and Trade Name

1. Opposer is a leading global media firm. In connection with its online and

broadcast offerings, Opposer provides, inter alia, information and programming on music and

various other types of entertainment activities. In addition to its media ventures, Opposer

organizes, presents, and promotes various entertainment and cultural events including, but not
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limited to, live musical performances, live audio and visual performances and other

performances, all under its VICE trademark.

2. Since at least as early as October 22, 2002, Opposer has (1) used its VICE mark to

offer and promote its various services, and (ii) spent substantial time and resources in promoting

its services under its VICE mark.

3. Opposer owns, inter alia, the following United States trademark registrations for

its VICE marks (printouts from the PTO TESS/TARR databases are attached as Exhibit A):

Mark

Registration Number

Registration Date Class

VICE 3,612,483

04/28/09

Class 41

VICE LOGO 4,662,675

12/30/14

Class 41

4. The foregoing registrations are valid and subsisting, constitute prima facie

evidence of Opposer’s ownership of, and exclusive rights to use, its VICE mark in commerce in

connection with the services recited in the registrations, and, in the case of Registration

No. 3,612,483, is incontestable.

5. Opposer’s rights to its VICE mark long predate Applicant’s claimed first use date

of September 15, 2012 and its filing date of December 24, 2014. Opposer has used its VICE

mark continuously in commerce since long prior to Applicant’s filing date.

6. Through use of its VICE mark in the United States in connection with services

highly related to those of Applicant over the last 14 years, Opposer has established extremely

valuable goodwill and recognition in its mark by virtue of its quality services offered thereunder.

Applicant and Its VICEVERSA Mark

7. Applicant is identified as an individual residing at 12428 Maidstone Avenue,

Norwalk, CA 90650.



{B1990219; 1} -3-

8. On December 24, 2014, Applicant filed Application Serial No. 86/490,497 to

register the mark VICEVERSA for “entertainment services in the nature of live audio

performances by a rock music group; entertainment services in the nature of live musical

performances; entertainment services in the nature of live visual and audio performances by a

rock music group; entertainment services in the nature of live visual and audio performances,

namely, musical band, rock group, gymnastic, dance, and ballet performances; entertainment

services in the nature of presenting live musical performances; entertainment, namely, live music

concerts; entertainment, namely, live performances by rock groups; live performances by a

musical group; multimedia entertainment services in the nature of recording, production and

post-production services in the fields of music, video, and films; music composition services;

music production services; music publishing services; organization of exhibitions for musical

entertainment; production of musical sound recording; theatrical and musical floor shows

provided at performance venues” in Class 41. The services listed in the application are identical,

substantially similar and/or closely related to services Opposer offers under its VICE mark, as

reflected in Registration Nos. 3,612,483 and 4,662,675.

Likelihood of Confusion, 15 U.S.C. § 1052(d)

9. Opposer repeats and alleges each and every allegation set forth in Paragraphs 1

through 8 above.

10. Opposer has used its VICE mark continuously in commerce since prior to the

filing date of the opposed application.

11. Opposer’s Registration No. 3,612,483 issued prior to the filing date of the

opposed application.
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12. Applicant’s VICEVERSA mark is confusingly similar in sound, appearance,

connotation, and overall commercial impression to Opposer’s VICE mark and covers services

identical, substantially similar, and/or closely related to those offered by Opposer under its mark.

13. Applicant’s VICEVERSA mark so resembles Opposer’s previously used and

registered VICE mark as to be likely, when used in connection with Applicant’s services covered

by Application Serial No. 86/490,497, to cause confusion, or to cause mistake, or to deceive

under Section 2(d) of the Lanham Act, as amended, 15 U.S.C. § 1052(d).

WHEREFORE, Opposer believes that it is being damaged, and will be damaged, by the

registration of the mark shown in Application Serial No. 86/490,497, requests that the opposition

to the application be sustained, and that registration to Applicant be refused.

A filing has been submitted electronically. If the filing fee is found to be insufficient for

any reason, please charge such deficiency to our Deposit Account No. 500751.

Respectfully submitted,

VICE MEDIA CANADA, INC.

By its attorneys,

Dated: March 9, 2016 /Kimberly B. Herman/

Kimberly B. Herman

kherman@sandw.com

SULLIVAN & WORCESTER LLP

One Post Office Square

Boston, MA 02109

Tel: (617) 338-2800

Fax: (617) 338-2880

Attorneys for Opposer
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CERTIFICATE OF ELECTRONIC MAILING

I hereby certify that the foregoing Notice of Opposition is being submitted electronically

through the Trademark Trial and Appeal Board’s ESTTA System on this 9
th

day of March, 2016.

/Kimberly B. Herman/

Kimberly B. Herman

CERTIFICATE OF SERVICE

I hereby certify that a true and accurate copy of the foregoing Notice of Opposition was

served by first class mail, postage prepaid, on this 9
th

day of March, 2016, on Applicant at the

following address of record listed below:

Harry Finkel

Harry Finkel Law

5042 Wilshire Blvd., #26291

Los Angeles, CA 90048

/Kimberly B. Herman/

Kimberly B. Herman
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EXHIBIT A














